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PRESCOTT CO. V. GEN. SOLVENT CORP. 


J. L. Prescotr Company v. GENUINE SoLvVENT CorRPORATION 
United States District Court, Eastern District of New York 
February 5, 1934 


Trapve-Marks — INFRINGEMENT — “Dazz_e” AND 
MARKS. 
The word “Dazzie,” held to infringe the word “Dazzle,” both being 
used on liquid stove polish. 
Trape-Marks—INFRINGEMENT—“VictoryY” AND “VULCANOL” 
Po.isH—Non-ConFuictinGc Marks. 
The word “Victory,” held not to infringe the word “Vulcanol,” both 
marks being used on stove polish. 


“Dazzie” — ConFLICTING 


FOR STOVE 


In equity. Action for trade-mark infringement. Motion for 
preliminary injunction granted in part. 


Putney, Twombly §& Hall (Louis H. Hall, Lemuel Skidmore 
and Frederick R. Sanborn, of counsel), all of New York 
City. 

Plosky & Levine, of New York City, for defendant. 


Incu, D. J.: On January 18, 1934 the plaintiff filed in this 
court its bill of complaint based upon alleged unfair competition 
and violation of trade-marks. 

On January 20, 1934 it likewise filed the present motion, 
served January 18, 1934, for an injunction pendente lite, a form 
of relief contemplated in the complaint. 

The relief asked for on this motion is substantially the same 
as would be granted after a trial. 

On January 31, 1934, the defendants filed a joint answer veri- 
fied by Jacob Nekritz individually and as president. The impor- 
tant fact therefore is, that while a trial would have testimony 
presented, this motion is based upon affidavits. 

Unless therefore, a clear case is presented by these affidavits 
so as to indicate the plain necessity, for, and propriety of, the 
granting of this immediate relief in advance of the trial the court 
prefers to leave the issues to such trial, especially where such trial 
may be reasonably reached on the calendar. 
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The question accordingly presented is, whether the affidavits 
of plaintiff and the opposing affidavits of defendant present such 
a clear case. Due weight must be given to complaint and verified 
answer. 

This question may be subdivided into consideration of the mer- 
chandise sold by plaintiff under its trade-marks and the question 


of whether all or any of the defendants should be enjoined. 


The plaintiff is a New Jersey corporation engaged in the 


manufacture and sale of stove polish manufactured by it both as 
a liquid and as a paste. There are four defendants. The corporate 
defendant is a New York corporation, carrying on business in this 
district. The individual defendants are Jacob Nekritz, Pauline 
Nekritz, his wife, and Robert Goldberg, each alleged to be citizens 
and residents of the State of New York and residing in this district. 

The trade-marks of plaintiff are those duly registered in the 
United States Patent Office. Thus jurisdiction sufficiently appears 
on the face of the complaint. 

Plaintiff manufactures and sells a liquid stove polish under the 
trade-mark “‘Dazzle.’’ It has done so for a long time both under 
its present name and under the name of a co-partnership to which 
it succeeded. For practically the same time it has manufactured 
and sold a stove polish paste under the trade-mark “Vulcanol.”’ 
The paper wrappers used by plaintiff and placed around the cans 
of its respective products contains, besides its trade-mark, the 
direction for use and a general advertising of the merits of that 
product. 

The plaintiff alleges that its sales approximate $150,000.00 a 
year and that it has expended in advertising over $250,000.00. It 
also claims that the market for its products is being damaged by 
these alleged acts of the defendant in unfairly competing therein 
with plaintiff by manufacturing and selling the stove polish, liquid 
and paste, complained of by plaintiff which is alleged to be in- 
flammable and dangerous, while that of plaintiff’s is non-inflam- 
mable and safe, as well as being of a quality inferior to that of 
plaintiff's product, and in plain violation of the trade-marks of 
plaintiff. 
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In deciding this matter the court may consider the appearance 
to the ordinary eye of these wrappers of plaintiff as well as those 
complained of by it and this includes the arrangement, colors and 
appearance in general. 

The plaintiff then complains, both in its complaint and in the 
moving papers, that defendants are manufacturing and selling a 
liquid stove polish under the name of “Dazzie” and sets forth a 
copy of the wrapper used. 

These is no indication of any trade-mark on this wrapper; on 
the contrary, it is a plain attempt to imitate the wrapper of plain- 
tiff under its trade-mark “Dazzle” and to a sufficient extent to con- 
fuse an ordinary person. It is plainly used not only as a violation 
of the plaintiff’s trade-mark but in unfair competition with plain- 
tiff. 

I need not spend much time over this particular wrapper. The 
second offending wrapper complained of by plaintiff is one setting 
forth the name “Daisy.” This is not such a bald attempt to com- 
pete with plaintiff as that of “Dazzie.” 

Passing now to the paste product, plaintiff's wrapper, about 
one inch in width, is used to surround a can a little deeper, and 
the wrapper sets forth its trade-mark “Vulcanol” in large letters 
in yellow against dark blue, while the wrapper of defendants com- 
plained of by plaintiff, sets forth the word “Victory” in yellow 
against black, but of the same general width and description. 


Plaintiff thus complains of the two wrappers “Dazzie’” and 


“Daisy” as to its liquid polish and the wrapper “Victory” as to its 
paste polish. While, as I have stated, I can see no doubt whatever 
about the word “‘Dazzie’’ as compared with the word “Dazzle,” 
I am not so certain about the mere word “Daisy” and this same 
lack of certainty arises in the case of the word “Vulcanol” as 
against “Victory.” 


However, even if such difference may exist in the use of the 
names “Daisy” and “Victory,” this otherwise possible difference 
would yield to sworn testimony on the trial, with its cross- 


examination, as to just why “Daisy” and “Victory” were selected, 
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and when, together with many other things that may be suggested 
as to their use, form of wrapper, etc. 

Plaintiff alleges, and the wrappers, made part of its affidavits, 
show, that the “Dazzie” product is claimed to be manufactured by 
Dazzie Prod. Co. of N. Y. and the “Daisy” product is manufac- 
tured by Daisy Mfg. Co., Brooklyn, N. Y. and the “Victory” 
product is manufactured by the Victory Prod. Co., N. Y. and 
further alleges, and submits affidavits to the effect, that none of 
these alleged manufacturers exists or can be found after search. 

However, Jacob Nekritz, in his affidavit, swears that he suc- 
ceeded to the business of one Jacob Davis, that said Davis owned 
a trade-mark No. 149027 for the use of the word “Daisy” which 
was duly registered December 6, 1921. 

It also appears that the tin containers for the polish manufac- 
tured by Nekritz were sold to him by plaintiff. There are other 
matters which may arise on the trial and which, perhaps unimpor- 
tant in themselves, nevertheless suggest that this issue as to the 
labels “Daisy” and “Victory” be best presented at a trial. 


The effort of the Federal Court, under the present rules, is 


to have testimony presented orally rather than by deposition or 


affidavit. Under the circumstances this is the course that should 
be followed here as to the use etc., of these two labels. 

Consequently, this court refrains from commenting further on 
this subject and in no way indicates any opinion on the merits. 
There still remains the question of the defendants to be charged 
with violation of its trade-mark “Dazzle” and unfair competition 
if any, in regard to “Dazzie.” 

I am satisfied that the defendant Pauline Nekritz is not shown 
by the papers before me to have participated in such manner as to 
render herself liable to a temporary injunction. The facts at the 
trial may be different, but for the present the motion must be 
entirely denied as to her. 

As to the corporate defendant Genuine Solvent Corporation 
this is nothing more or less than Jacob Nekritz, although perhaps 


the entity of the corporation is preserved. Everything that Jacob 
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Nekritz did, individually or as president of this defendant, is suf- 
ficient to indicate an equal liability on the part of this corporate 
defendant. 

There remains the defendants Jacob Nekritz and Robert Gold- 
berg. Sufficient facts are shown as to Goldberg to warrant the 
finding that he is constantly selling the products of Nekritz and 
that his truck was so used and carries the name of the defendant 
Genuine Solvent Corporation. 

There is evidence that defendants’ polishes have been sold by 
a peddler. That for several days this truck of Goldberg’s was 
watched and seen loading up at Nekritz’s place and returning for 
other loads. All the defendants disclaim any connection with this 
product “Dazzie,” nevertheless, it is not denied that a witness for 
plaintiff found on the premises of Nekritz and the Genuine Solvent 
Corporation cans of “Dazzie.”’ 

This Nekritz was not a retailer or customer. He and his 
corporation are manufacturers and distributors. Nekritz, in his 
affidavit, disclaims any interest in the manufacture, sale and dis- 
tribution of “Dazzie.” Just what these cans of “Dazzie’ were 
doing there is not explained by the affidavits or defendants. I 
understood counsel, on the argument, to state that they were only 
“returns.” Still I do not see why they should be returned to 
Nekritz if he had nothing to do with them. 

Nekritz claims that a man named M. Geiger had the sole right 
to manufacture and sell ““Dazzie.”” Who Geiger is does not appear 
and now Nekritz knows this is left in doubt. At the same time the 
said Nekritz, in his affivadit, as president of the defendant Genuine 
Solvent Corporation mentions one Moe Geiger in regard to the 
product “Daisy” as to which Nekritz claims the sole right and 


which he admits manufacturing and selling. 


I am satisfied that sufficient appears here in regard to this 


product “Dazzie” to justify a preliminary injunction. I am satis- 
fied that these three defendants Genuine Solvent Corporation, Jacob 
Nekritz and Robert Goldberg have been interested in some way, at 


some time, in manufacturing, selling and distributing “Dazzie.” 
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If they are doing this at the present they should be stopped. 
If they have discontinued such practice the injunction will do them 
no harm. 


Accordingly, the motion is granted against the defendants in- 
dicated as to the product “Dazzie.” It is denied as to the other 
products without prejudice to a trial of the issues. 


Moror IMPROVEMENTS, INc. v. A. C. Spark Piva Co. 
(5 F. S. 712) 


United States District Court, Eastern District of Michigan, 


Northern Division 
January 23, 1934 


Unrair Competition—Use or Simitar Articte—Private Action PossiBie 
Onty WuHewn Pustic 1s Decetvep To CoMPLAINANT’S DAMAGE, 
The private right of action in cases of alleged unfair competition is 
not based upon fraud or imposition of the public but is maintained 
solely for the protection of the property rights of the complainant, and 
the courts will intervene only where such deception induces the public 
to buy defendant’s goods as those of complainant. 


Unram Competition—“Puro.ator” ann “A. C.” on Or Fivters—Derenpn- 
ant’s Ciaims or Eqauar Erricirency not Unrair ComPETITION. 
Defendant at first put an oil filter for automobiles with the trade- 
mark “A. C.” based on a patented device, held to infringe plaintiff's 
patents on a similar filter known as “Purolator.” Subsequently, defend- 
ant put on the market a substitute for the infringing filter, representing 
the same as identical in appearance and interchangeable both with the 
original filter and with plaintiff's. Held that, inasmuch as defendant 
had not passed off his filters as those of complainant, there was no 
unfair competition. 


In equity. Action for alleged unfair competition. On defend- 
ant’s motion to dismiss bill of complaint on ground that facts 
alleged are insufficient to constitute valid cause of action in equity. 
Motion granted. 


Clark & Henry, of Bay City, Mich., and Kenyon & Kenyon, of 
New York City, for plaintiff. 

Prewitt Semmes, of Detroit, Mich., and Zane, Morse, Zimmer- 
man & Norman, of Chicago, Ill., for defendant. 
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Tuttie, D. J.: This cause is now before the court on a 
motion to dismiss the bill of complaint, on the ground that the facts 
alleged in such bill are insufficient to constitute a valid cause of 
action in equity. The bill of complaint was filed by Motor Im- 
provements, Inc., a Delaware corporation, against A. C. Spark Plug 
Company, a Michigan corporation, and avers, as a basis for the 


jurisdiction of this court, the existence of the requisite diversity of 


citizenship and the statutory amount of the matter in controversy. 

The bill alleges that the plaintiff, as exclusive licensee under 
certain patents on oil filters for automobiles, obtained a permanent 
injunction in this court against the present defendant restraining it 
from infringing such patents. The bill then proceeds with allega- 
tions, the gist and substance of which are sufficiently indicated by 
the following quotations therefrom: 


By reason of their internal construction in accordance with the Sweet- 
land inventions of said Letters Patent, the oil filters manufactured and 
sold by plaintiff and those manufactured and sold by defendant prior to 
the service of said injunction on November 14, 1931, were and are effective 
to maintain the crank case oil so free from impurities as to be in safe 
condition for operation of the automobile, and the said oil filters were 
and are capable of effectively filtering the said oil for eight to ten thousand 
miles of normal operation of the automobile. The said oil filters were of 
generally similar outward appearance, being cylindrical cans, colored black 
and bearing on their respective labels the words “Oil Filter” and on the 
plaintiff's label the word “Purolator” and on the defendant’s label the 
letters “A. C.” Prior to November 14, 1931, upward of seven millions of 
such oil filters were manufactured and sold by the plaintiff and upward 
of eight millions of the infringing A. C. oil filters were manufactured and 
sold by the defendant. By reason thereof the trade and automobile owners 
and users generally have come to associate the words “Oil Filter” and the 
outward appearance of such devices and the use therewith of the word 
“Purolator” or the letters “A. C.,” with effective oil filtration capable of 
maintaining the crank case oil in safe condition for operation of the auto- 
mobile and having an effective life under normal operating conditions of 
from eight to ten thousand miles. The parties thereby acquired and en- 
joyed a business and reputation and good-will of great value by reason of 
the effectiveness and the deserved reputation for effectiveness of their 
respective devices embodying the said Sweetland inventions. The good- 
will and trade thus acquired by the defendant was wrongfully acquired 
through infringement of the plaintiff's patents as adjudicated in the patent 
litigation above referred to and should have been and was in equity the 
rightful trade and good-will of the plaintiff by reason of its exclusive 
rights under the said patents. The plaintiff alleges that by reason of the 
premises it is entitled to all of the business and trade and good-will thus 
wrongfully acquired by the defendant as a result of its infringement, and 
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that the defendant in violation and defiance of the plaintiff's rights and 
intending to deprive the plaintiff of the benefits in trade and business to 
which the plaintiff is exclusively entitled, has continued since the date of 
service of such injunction, to-wit, since November 14, 1931, to trade on the 
said reputation and good-will to which the plaintiff is exclusively entitled 
by selling spurious and ineffective imitation devices as and for oil filters 
of the type, construction and mode of operation of the previous infringing 
A. C. oil filter and by palming the same off on the public by means of 
false representations as to their quality and effectiveness, all to the great 
damage of the plaintiff in loss of sales of its own filters and reputation 
of the Sweetland type filter and to the great and wrongful profit of the 
defendant. ... Plaintiff alleges that the use of the Sweetland inventions of 
said Letters Patent in the internal construction of oil filters makes possi- 
ble the economical manufacture of devices having the filtering efficiency 
and long life of the plaintiff’s filter and that without the use of such 
inventions no effective oil filter has been or is available on the market 
within the price range of the plaintiff’s Sweetland oil filter and the defend- 
ant’s earlier infringing “A. C.” oil filter. . . . Being as aforesaid the sole 
owner of the exclusive rights under the said Sweetland patents and of all 
good-will and business appurtenant to oil filters of that type the plaintiff 
is and has been at all times mentioned in this complaint entitled to all 
oil filter business based upon the good-will and reputation of the plaintiff's 
oil filter and of the defendant’s infringing “A. C.” oil filter and is entitled 
to exclude all others from sales of oil filters based upon such reputation 
and good-will. . . . Since it was served with the injunction in said patent 
proceeding on November 14, 1931, the defendant “A. C.” Spark Plug Com- 
pany herein has engaged and is now engaged in the manufacture and sale 
of a device which it calls a filter and which it claims is not an infringement 
of the said two patents. The new device manufactured and sold by the 
said defendant consists of a can in all external respects, shape, coloring 
and appearance, identical with the can of the infringing filter, inside of 
which can is an alleged filtering element. . . . The so-called filtering element 
does not act to any substantial extent as a filtering element. Inasmuch 
as the can in which the alleged filtering element is contained is sealed, a 
purchaser of one of said new devices has no means of knowing what is 
inside of the can without breaking the same open and destroying the 
device. The only external difference between said new device and the 
infringing filter which the defendant is enjoined from making is that the 
new device is marked with a new model number. In its instructions to 
distributors, the defendant emphasizes the fact that the new device is 
exactly the same in outward appearance and that it is perfectly inter- 
changeable with filters at present in the field (including plaintiff’s). .. . 
That the defendant .... is deceiving and is threatening to further deceive 
the public into purchasing the said devices on the said reputation and 
good-will to which the plaintiff is so entitled by misrepresenting to the 
public that the said devices are oil filters capable of effective operation 
during eight to ten thousand miles of normal operation of the automobile, 
that the said devices are the same or substantially the same in construc- 
tion and operation as the earlier infringing “A. C.” oil filter, that the 
said devices are equal in effectiveness to the prior infringing “A. C.” oil 
filters. .. . Except for the competition of the defendant through this new 
device, the plaintiff would be the seller through its distributing channels 
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of filters in replacement of used infringing “A. C.” oil filters as well as 
of its own used filters. ... In making the sales of the new device manu- 
factured by it, as hereinabove set forth, the defendant has at all times 
and still does make the following false representations, to wit: 

(a) That the new device is an effective oil filter, whereas in truth and 
in fact, it does not act as a filter; such filtering, if any, as it may do, 
being unsubstantial. 

(b) That by virtue of the identical external appearance of the new 
device and substantially identical marking thereof, as compared with the 
earlier infringing “A. C.” filter, the defendant represents that its new 
device is substantially identical in construction and operation and effective- 
ness therewith, whereas, in fact and in truth, the new device is entirely 
different in construction and operation from the earlier infringing “A. C.” 
oil filter and is not to any substantial extent an oil filter. 

(c) That the new device is fully interchangeable with the earlier 
infringing “A. C.” oil filter and with the plaintiffs filters, thereby 
representing that the new device functions in the same way and is equal 
to the earlier infringing “A. C.” oil filter and to the plaintiff’s filters in 
operation and effectiveness, whereas, in truth and in fact, it functions in a 
different manner and is not equal in operation and effectiveness but is 
ineffective. 

(d) That the new device is more efficient and much better than the old 
oil filter which the defendant has been enjoined from making, whereas, 
in fact and in truth, the new device is ineffective in comparison with the 
plaintiff’s filter or with the former infringing “A. C.” oil filter. ... By 
means of said misrepresentations and deceit the defendant has confused 
the purchasing public and has put an instrument in the hands of the trade 
for palming off the defendant’s spurious devices as and for genuine oil 
filters of the type of the earlier “A. C.” oil filter and of the plaintiff’s 
filter, to all of which business and trade the plaintiff is exclusively entitled 
as aforesaid, and the defendant has thereby in fact diverted to itself 
great numbers of sales to which the plaintiff was exclusively entitled. .. . 
Also, if an inferior product, thus sold on the representation that it is a 
good product and like the plaintiff’s product in operation, is subsequently 
discovered to be of little value, the injury to the business of all persons 
making that kind of a product, including the plaintiff, is much greater. 
Wherefore, the plaintiff alleges that the said inferior device which the 
defendant is now manufacturing and selling as if it were a superior filter 
is having and will continue to have the result of causing serious injury and 


damage to the filter business and special injury and damage to the business 
of the plaintiff. 


The bill prays that the defendant be restrained “from selling, 
offering for sale or advertising the purported ‘A. C.’ oil filter 
herein complained of, . . . from selling, offering for sale or advertis- 
ing any device purporting to be an oil filter for automobiles unless 
such device be of such form and appearance as to clearly dis- 
tinguish it from oil filters of the form and appearance of the earlier 


infringing ‘A. C.’ oil filter and of the purported ‘A. C.’ oil filter 
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herein complained of and of the plaintiff's filter and particularly 
from selling, offering, or advertising for sale such devices embody- 
ing a container can colored black or marked with the letters 
‘A. C.’ or any simulation of such coloring or marking, . . . from 
making any representation in connection with the sale or advertise- 
ment for sale of oil filters or purported oil filters calculated or 
tending to associate or identify the said device with the earlier 
infringing ‘A. C.’ filter or with the purported ‘A. C.’ oil filter 
herein complained of or with the plaintiff's filter, . . . from con- 
tinuing the misrepresentations or any of them herein complained 
of, or making any similar or other misrepresentations as to the 
character, construction, operation, effectiveness, normal duration of 
effectiveness, or otherwise, of any oil filter or purported oil filter 


sold by it; and from selling, offering or advertising such devices 


for sale in any manner or form or containing any marking such as 
has been connected or associated with the selling, offering or adver- 
tising for sale of the earlier infringing ‘A. C.’ oil filter, or of the 
purported oil filter herein complained of.” 

After full oral arguments, counsel for the parties have sub- 
mitted able and exhaustive briefs, to all of which arguments and 
briefs I have devoted much thought and study. Numerous cases 
have been cited and discussed by counsel, and to all of them I have 
given careful consideration. As a result, I cannot avoid the con- 
clusion that the plaintiff has not stated any equitable cause of action 
as a basis for any of the relief here sought. 

When the claims and arguments of the plaintiff are closely 
examined and carefully considered, it seems apparent that they are 
all based, in substance and in the final analysis, upon the broad, 
underlying contention that the alleged acts and statements of the 
defendant complained of amount to false representations, either 
express or implied, to the public that the oil filters now made and 
sold by the defendant are, in quality and efficiency, equal or 
superior to those now made and sold by the plaintiff, that thereby 
the public is induced to buy the defendant’s filters instead of the 
plaintiff's, and that this conduct of the defendant constitutes unfair 
competition which the plaintiff is entitled to have enjoined, even 
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in the absence of any passing off by the defendant of its goods as 
being those of the plaintiff. This same contention was urged by 
the plaintiff in the case of American Washboard Co. v. Saginaw 
Manufacturing Co., 103 F. 281, 283, 50 L. R. A. 609, in which 
the Circuit Court of Appeals for the Sixth Circuit, then composed 
of Circuit Judges Taft, Lurton, and Day (all afterwards members 
of the Supreme Court), clearly and positively rejected such con- 
tention, using in the course of their opinion the following language, 
equally applicable here: 


The question presented is, is the case thus stated one which entitles 
complainant to a remedy by injunction and accounting against the defend- 
ants? There are numerous cases in the reports upon the subject of unfair 
competition in trade. From the general principle running through them 
all it may be said that when one has established a trade or business in 
which he has used a particular device, symbol, or name so that it has 
become known in trade as a designation of such person’s goods, equity 
will protect him in the use thereof. Such person has a right to complain 
when another adopts this symbol or manner of marking his goods so as to 
mislead the public into purchasing the same as and for the goods of com- 
plainant. . . . Applying this doctrine to the allegations of complainant’s 
bill, we do not find it anywhere averred that the defendant, by means 
of its imitation of complainant’s trade-mark, is palming off its goods on 
the public as and for the goods of complainant. The bill is not predicated 
upon that theory. It undertakes to make a case, not because the defend- 
ant is selling its goods as and for the goods of complainant, but because 
it is the manufacturer of a genuine aluminum board, and the defendant 
is deceiving the public by selling to it a board not made of aluminum, 
although falsely branded as such, being in fact a board made of zinc 
material; that is to say, the theory of the case seems to be that com- 
plainant, manufacturing a genuine aluminum board, has a right to enjoin 
others from branding any board “Aluminum” not so in fact, although 
there is no attempt on the part of such wrongdoer to impose upon the 
public the belief that the goods thus manufactured are the goods of com- 
plainant. We are not referred to any case going to the length required 
to support such a bill. It loses sight of the thoroughly established principle 
that the private right of action in such cases is not based upon fraud or 
imposition upon the public, but is maintained solely for the protection of 
the property rights of complainant. It is true that in these cases it is an 
important factor that the public are deceived, but it is only where this 
deception induces the public to buy the goods as those of complainant that 
a private right of action arises... . 


If the doctrine contended for by complainant in this case was 
to be carried to its legitimate results, we should, as suggested by 
Mr. Justice Bradley in the case of New York & R. Cement Co. v. 
Coplay Cement Co. (C. C.) 44 F. 277, open a Pandora’s box of 
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litigation. A person who undertook to manufacture a genuine 
article could suppress the business of all untruthful dealers, al- 


though they were in no wise undertaking to pirate his trade. Says 
Mr. Justice Bradley: 


“The principle for which counsel for complainant contends would enable 
any crockery merchant of Dresden or elsewhere interested in the par- 
ticular trade to sue a dealer of New York or Philadelphia who should 
sell an article as Dresden china, when it is not Dresden china 
dry-goods merchant selling an article of linen as Irish linen could be sued 
by all the haberdashers of Ireland and all the linen dealers of the United 
States.” 

Take the metal which is the subject-matter of the controversy in this 
case. Many articles are now being put upon the market under the name 
of aluminum, because of the attractive qualities of that metal, which are 
not made of pure aluminum, yet they answer the purpose for which they 
are made and are useful. Can it be that the courts have the power to 
suppress such trade at the instance of others starting in the same business 
who use only pure aluminum? There is a wide-spread suspicion that 
many articles sold as being manufactured of wool are not entirely made of 
that material. Can it be that a dealer who should make such articles 
only of pure wool could invoke the equitable jurisdiction of the courts to 
suppress the trade and business of all persons whose goods may deceive 
the public? We find no such authority in the books, and are clear in the 
opinion that, if the doctrine is to be thus extended, and all persons com- 
pelled to deal solely in goods which are exactly what they are represented 
to be, the remedy must come from the legislature, and not from the 
courts. ... We are of opinion that complainant’s bill lacks the essential 
allegations necessary to make the case entitling it to the relief sought, 
and we are of opinion that the demurrer to the bill was properly sustained. 


I am unable to distinguish the case just cited from the present 
case. The decision of the Circuit Court of Appeals there has never 
been overruled or modified by that court; nor is that decision in 
conflict with any decision of the Supreme Court. It necessarily 
follows that the rule so adopted and announced is, at the present 
time, binding upon this court and is decisive of this case. 

It is true that the Circuit Court of Appeals for the Second Cir- 
cuit, in Ely-Norris Safe Co. v. Mosler Safe Co., 7 F. (2d) 603, 
604, a case which was thought by it to involve the same question as 
that here presented, after saying, “We must concede, therefore, that 
on the cases as they stand the law is with the defendant, and the 
especially high authority of the court which decided American 
Washboard Co. v. Saginaw Mfg. Co., supra, makes us hestitate to 
differ from their conclusion,” then did proceed to differ from that 
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conclusion and to hold that, “if a tradesman falsely foists on a 
customer a substitute for what the plaintiff alone can supply, it 
can scarcely be that the plaintiff is without remedy, if he can 
show that the customer would certainly have come to him, had the 
truth been told.” The Supreme Court, after granting certiorari 
to review that decision (273 U. S. 132, 47 S. Ct. 314, 71 I. Ed. 
578), “in view of the conflict between the Circuit Court of Ap- 
peals,” then reached the conclusion that, “upon a closer scrutiny 
of the bill than seems to have been invited before, it does not 
present that broad and interesting issue’’ on which those Circuit 
Courts of Appeal had so differed, for the reason that, “if .... the 
representation was false .. . . there is nothing to show that cus- 
tomers, had they known the facts, would have gone to the plaintiff 
rather than to other competitors in the market, or to lay a founda- 
tion for the claim for a loss of sales’; and, therefore, it reversed the 
decree of the Circuit Court of Appeals for the Second Circuit, 
which had in turn reversed that of the District Court. This, of 
course, left the decision in American Washboard Co. v. Saginaw 
Mfg. Co., supra, still standing in full force and effect as controlling 
authority on this question, so far as this court is concerned. 
Plaintiff, in support of its contention, cites decisions in various 
cases arising under the Federal Trade Commission Act (title 15, 
§§ 41-51, United States Code [15 U.S. C. A. 8§ 41-51]). Those 


cases, however, involved statutory provisions, and questions and 
considerations of public interest, not involved here, where only the 
rights of private litigants, under the common law, are concerned. 
As was pointed out by the Supreme Court in the case of Federal 
Trade Commission v. Klesner, 280 U. S. 19, 27, 50 S. Ct. 1, 3, 74 
L. Ed. 138, 68 A. L. R. 838 [19 T.-M. Rep. 483]. 


While the Federal Trade Commission exercises under section 5 (15 
U. S. C. A. § 45) the functions of both prosecutor and judge, the scope 
of its authority is strictly limited. A complaint may be filed only “if it 
shall appear to the Commission that a proceeding by it in respect thereof 
would be to the interest of the public.” This requirement is not satisfied 
the alleged private wrong. It is true that in suits by private traders to 
by proof that there has been misapprehension and confusion on the part 
of purchasers, or even that they have been deceived—the evidence com- 
monly adduced by the plaintiff in “passing off” cases in order to establish 
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the alleged private wrong. It is true that in suits by private traders to 
enjoin unfair competition by “passing off,” proof that the public is 
deceived is an essential element of the cause of action. This proof is 
necessary only because otherwise the plaintiff has not suffered an injury. 
There, protection of the public is an incident of the enforcement of a 
private right. But to justify the Commission in filing a complaint under 
section 5, the purpose must be protection of the public. The protection 
thereby afforded to private persons is the incident. Public interest may 
exist although the practice deemed unfair does not violate any private 
right... . In Federal Trade Commission vy. Winsted Hosiey Co., 258 U. S. 
483, 42 S. Ct. 384, 66 L. Ed. 729 [11 T.-M. Rep. 277], an unfair practice 
was suppressed . .. . although the method employed did not involve 
invasion of the private right of any trader competed against. 


In the case of Federal Trade Commission v. Winsted Hosiery 


Co., supra, mentioned in the excerpt of opinion just quoted, the 
method of competition suppressed consisted of the misbranding, as 
wool, of goods not made wholly from wool, to the injury of the 
public and of competing traders, but did not involve any passing 
off of goods as being those of a competitor. The reference, there- 
fore, in the quoted opinion of the Supreme Court in the Klesner 
case, to the method so suppressed in the Winsted Hosiery Com- 
pany case, as one which “did not involve invasion of the private 
right of any trader competed against,’’ seems to have peculiarly 
significant pertinency to the present case. 

I do not overlook the references, in the bill of complaint and 
briefs of the plaintiff, to the alleged similarity, in color, markings, 
and appearance, between the defendant’s present filters and its 
former infringing filters, and to the alleged rights of the plaintiff 
in the good-will connected with the said infringing filters. As, 
however, no questions as to liability or accountability for patent 
infringement are involved in this case, and as the plaintiff does 
not claim the exclusive right to make oil filters and no passing off 
of the defendant’s present products as being those of the plaintiff 
are here alleged, it is apparent that the rights asserted by the 
plaintiff with respect to the alleged similarity and good-will just 
mentioned would arise only if the defendant's present alleged 
trading upon the appearance and good-will of its former infring- 
ing filters constituted a misappropriation of good-will belonging 
to the plaintiff, and that must be based upon the assumption that 
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the conduct complained of amounts to a false representation that 
the defendant's present filters are of the same kind as, or, in 
quality or efficiency, are equal or superior to, the plaintiff’s filters, 
with resultant injury to the plaintiff. That this is the real basis 


on which the plaintiff seeks equitable relief here is, in my opinion, 


clear from its oral arguments and its briefs. Thus, in one of such 
briefs it says: 


On the argument of the case at bar, the Court propounded to counsel 
an illustration as to the rights existing where one farmer had lost the 
sale of a good horse because his competing farmer had sold a poor horse to 
the purchaser on false representations as to the quality of the poor horse. 
On principle we submit that there is no reason for denying relief where 
the two elements, deceit and lost sales, are affirmatively proved in the 
relation of cause and effect. . . . Unfair competition being a branch of 
equity jurisprudence, Courts of equity should recognize, and we submit 
that they are recognizing, the necessity in the interest of justice of not 
restricting relief to the very limited class of cases involving palming off. 
As pointed out by Judge Hand in the Ely-Norris Safe Case, wherever 
(1) there has been deceit and (2) the plaintiff has lost sales as the result 
of that deceit, the basis is presented for equitable intervention. 


It is equally clear that the only passing off here alleged, so 
far as similarity in color, marking, or appearance is concerned, is 
the passing off of the defendant’s present filters as being the same 
as defendant’s former infringing filters. The claim of the plain- 
tiff in this respect is summarized, in its last brief, as follows: 


If we... . get to the substance of the matter as set forth in the 
complaint, it shows that the defendant built up a great good-will around 
an infringing filter, and it shows that the defendant is capitalizing on that 
good-will by selling a new spurious device dressed up exactly like the old 
device, with the intent to deceive the buying public into the belief that 
it is a device of the type of the old device. 

I reach the conclusion that the claimed cause of action on which 
this suit is based is, in substance and effect, the same as that as- 
serted in the case of American Washboard Co. v. Saginaw Mfg. 
Co., supra, and that, therefore, the decision in that case precludes 
the plaintiff from obtaining any of the relief which it here seeks. 

An order may be entered dismissing the bill, with costs to the 
defendant, to be taxed. 
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WintuHrop Cuemicat Co., Inc. v. BLACKMAN, ET AL. 
New York Supreme Court, Special Term, New York County 
January 10, 1934 


Trape-Marks—‘VeERoNAL,” “Prorarcor,” “THEOMINAL,” “Kres-LumMIn” 
AND “Aristo.” Usep oN PHarMaceutTicaL Propucts—V atLip 
Trave-Marks. 

The names “Veronal,” “Protargol,” “Theominal,” “Kres-lumin” and 
“Aristol” long used by the plaintiff to distinguish pharmaceutical 
specialties, held valid trade-marks. 

TrapE-Marks—‘Veronat”—Use sy OrHers—Errecr. 

Where, after plaintiff had through long use and advertising, identi- 
fied the name “Veronal” exclusively with its product, the fact that 
certain other manufacturers used the name for brief periods, held not 
to have invalidated plaintiff's right therein. 

Trape-Marks—“Veronal.’—Svuits— DeFrensE—ABANDON MENT. 

The defense of abandonment pleaded by defendant in the case of 
plaintiff's trade-mark “Veronal,” held not supported by the evidence, 
especially as plaintiff invariably took prompt action against all in- 
fringers. The fact that others claimed right to its use, held immaterial. 

Trave-Marks—“VeRONAL”—Sate By ALieEN Property CusrTop1an. 

All right and title to the word “Veronal” held before the war by a 
German concern was later seized by the Alien Property Custodian and 
sold to plaintiff’s assignor. The fact that other drug manufacturers 
made use of the word after its seizure by the Alien Property Custodian 
could not deprive the plaintiff of right to its exclusive use. 

Trapve-Marxs—“VeERoNAL”—NAME OF PaTENTED ARTICLE. 

Defendant’s contention that the word “Veronal” had become publici 
juris because of being the name of a patented product, held not sup- 
ported by the evidence. 

Trave-Marks—I NFRINGEMENT—SvuIT—LACHES. 

Defendant’s contention that plaintiff was guilty of laches, held to be 
unsupported by the evidence, which showed that plaintiff invariably 
protested against the use of the mark. 

Trape-Marxks—“THEOMINAL” AND “THEOBROMINAL”—CONFLICTING Marks. 

The word “Theobrominal,” held to be an infringement of the word 
“Theominal,” both marks being used on pharmaceutical products. 

Trape-Marks—INFrINGEMENT—“KreEs-LUMIN” AND “KRE-O-MINAL” AND 
“THEOMINAL.” 

The word “Kre-o-minal,” held to infringe the words “Kres-lumin” 
and “Theominal,” all the marks being used on pharmaceutical products. 


In equity. Action for trade-mark infringement and unfair 


competition. Permanent injunction granted and an accounting 
ordered. 


Boehm & Zeiger, Edward S. Rogers and James F. Hoge (Louis 
Boehm and David Rasch, of counsel), all of New York City, 
for plaintiff. 
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Morris Kirschstein (Morris Kirschstein and Albert T. Scharps, 
of counsel), both of New York City, for defendants. 


McLaveutn, J.: This is an action in equity for a permanent 


injunction against the defendants for infringing upon five trade- 
marks of the plaintiff and for an accounting to the plaintiff for 
all damages sustained by it owing to such infringement by the 
defendants. The plaintiff and the defendants are in the same field 
of business. These trade-marks of the plaintiff are “Veronal,” 
“Aristol,’ “Protargol,” “Theominal,” and ‘“Kres-lumin.’”” The 
products put out by the defendants are known as “Barbital’’ 
(introduced as ‘“Veronal’’), ‘““Thymol Iodide’ (introducted as “Aris- 
tol”), “Silver Protetinate’” (introduced as “Protargol’”’), “Theo- 
brominal,”’ and “Kre-o-minal.’” Volumes of testimony have been 
taken, thus giving the defendants every latitude to establish the 
defenses set up in their answers. The case is one that is important 
not only to the litigants, but to the public as well. Careful con- 
sideration has been given to the testimony and also to the arguments 
of the parties as presented by their able counsel, and to the 
thoroughly exhaustive memoranda they have presented. 

After considering everything I can come to but one conclusion. 
There must be a judgment in favor of the plaintiff in this case. If 
the law of unfair competition is to survive, it should be enforced 
in a manner so as to give it life and not to throttle it. The mere 
fact that by indirection the defendants poach upon the rights of 
the plaintiff does not prevent equity from giving the same relief 
as if they had boldly usurped the entire names adopted by the 
plaintiff in its trade-marks or had used its trade-marks alone and 
not in connection with any other words on its products. It would 
appear from what has been before the court in this case that there 
has been a studied, unfair effort on the part of the defendants to 
obtain the benefit of the character and reputation of the plaintiff’s 
products, without expense on their part, and to the detriment of 
the public and the plaintiff alike. Simulation and deceit are plainly 
present in all the articles of merchandise of the defendants that are 
challenged by the plaintiff. 
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Plaintiff has clearly shown that it has valid trade-marks for 
every product in question here—‘‘Veronal,” “Protargol,” ‘“Theo- 
minal,” “Kres-lumin,” and “‘Aristol.’’ Under section 16 of the Trade- 
Mark Act of 1905 (15 U. S. C. A. § 96), such trade-marks are 
prima facie evidence of ownership. It is also established that these 
trade-marks have been used for years, and it is but a fair inference 
from the facts in this case to say that they identify plaintiff's 
products. It has been shown that many hundreds of thousands of 
dollars have been expended to bring this thought home to the 
professions and to the public. There are and have been many 
representatives of the plaintiff whose duty is to show the merit of 
these trade-mark articles to those who use or dispense them. A 
most thorough system of information has been conducted by the 
plaintiff to inform those using them that they are its products and 
they represent distinction and worth in the trade of medicinal 
articles. Proof has been given to show that there have been real 
results flowing from these efforts of the plaintiff. Physicians and 
others familiar with drugs and their uses have uniformly stated 
that the plaintiff's goods were of the highest character and were 
genuinely superior articles. These witnesses invariably associated 
these products with the name of the plaintiff. It certainly required 
great effort to attain this point. The defendants say that this 
matters not because they question the validity of some of the trade- 
marks and also present certain defenses, which contentions must 
be disposed of separately under the discussion of the several 
products. 

It would be too extended a thing to go into the ownership of all 
these trade-marks and their history. I have examined into the 
origin as shown by the testimony and the exhibits and there is not 
the slightest doubt about the plaintiff's ownership. Let us take up 
“Veronal,” which it is claimed is infringed upon by the defendants’ 
product “Barbital” (introduced as “Veronal”). A great deal of 
latitude was permitted the defendants in their attempt to question 
the right of the plaintiff to the trade-mark “Veronal.’”’ Much has 
been said about the original ownership by the German company 
known as E. Merck of Darmstadt. It is quite plain that this com- 
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pany gave the right or license to the German Bayer Company to 
manufacture and dispense this drug. An American concern named 
Merck & Co. had the right to distribute this article before, but not 
after, the World War. The Alien Property Custodian seized and 
sold all the patents and trade-marks property of the German Merck 
Company to the Sterling Products, Inc., after the war. This com- 
pany assigned this trade-mark to the plaintiff in 1919. It is 
evident, then, that since 1919 nobody except the plaintiff had the 
right to use this trade-mark. 

The defendants claim that ‘““Veronal“ is not now the exclusive 
property of the plaintiff. Numerous exhibits have been received 
both in the form of packages of other parties for the same article 
and catalogues and other papers showing that other proprietors at 
certain periods of time dispensed these articles under the name of 
“Veronal” to the public. In addition, there is oral testimony to the 
same effect. The court is not impressed with any of this testimony 
to the extent of defeating the plaintiff's claim for a valid trade- 
mark for its brand. I am considering the various defenses raised 
on the merits, although there is grave doubt as to the sufficiency in 
law of some. Seeck §& Kade, Inc. v. Pertussin Chemical Co., 235 
App. Div. 251, 256 N. Y. S. 567; Albany Packing Co., Inc. v. 
Crispo, 227 App. Div. 591, 237 N. Y. S. 614; Bregstone v. Green- 
berg, 192 App. Div. 213, 182 N. Y. S. 840 [10 T.-M. Rep. 328]. 

I do not believe that ‘““Veronal” is a descriptive term. The plain- 
tiff’s witnesses show that it was an arbitrary term, and in this 
contention they are supported by some of the witnesses produced 
by the defendants. With the exception of Mr. Morgenstern and 
Doctor Edlin, no one said it was a descriptive term. The court 
disregards Doctor Edlin’s testimony in its entirety. He did not 
show enough knowledge of the subject to be helpful as an expert, 
and the court regards Mr. Morgenstern’s testimony as not en- 
titled to any weight because it saw the witness’ manner and heard 
his many statements, some of which could not be the fact. 

With respect to the testimony introduced by the defendants in 
the form of extracts from dictionaries, journals, medical and phar- 
maceutical books to indicate that “Veronal,’ “Protargol,’ and 
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“Aristol” are descriptive names, I have assumed that this evidence 
is competent, although there is authority to the contrary. Ross- 
mann v. Garnier (C. C. A.) 211 F. 401 [4 T.-M. Rep. 183]. I am 
constrained to find that this evidence is of little, if any, weight, as 
it appears that it is the practice of the authors of such publications 
to include all names of drugs, both proprietary and descriptive, in 
their works without differentiation as to common and proprietary 


names. On this point, the most substantial publications, including 
the two most recognized authoritative books on the subject in this 
country, namely, the United States Pharmacopoeia and New and 
Non-Official Remedies, the former published under the authority of 
the United States Government, the latter by the Council on Phar- 
macy and Chemistry, of the American Medical Association, bear 
out the plaintiff’s contention that “Veronal,” ‘Protargol,” and 
“Aristol” are not the common or descriptive names of the drugs. 
“Veronal” has been widely sold in this country by the plain- 
tiff; over 5,250,000 packages have been sold since 1919. This is 
as a consequence of the long and continued use by the plaintiff 
of this trade-mark and is the result of its efforts to inform the 
professions and the public of its product. This wide-spread dis- 
semination does not justify the defendants in the use of this trade- 
mark. If this argument were sound, then every time a plaintiff 
obtained the result of having the public purchase its article, that 
fact of itself would destroy a trade-mark. Arbitrary trade-marks 
cannot become generic in this way. Jacobs v. Beecham, 221 U. S. 
2638, 31 S. Ct. 555, 55 L. Ed. 729 [1 T.-M. Rep. 55]; Coca-Cola 
Co. v. Koke Co. of America, 254 U. S. 143, 41 S. Ct. 113, 65 
L. Ed. 189 [6 T.-M. Rep. 349]; Imperial Cotto Sales Co. v. N. K. 
Fairbanks Co., 50 App. D. C. 250, 270 F. 686 [11 T.-M. Rep. 
107]; Celluloid Mfg. Co. v. Cellonite Mfg. Co. (C. C.) 32 F. 94. 
These products have been long associated by the public with 
the plaintiff. They indicate and identify the plaintiff's products; 
they are the result of the money expended and the efforts of the 
plaintiff to familiarize the public with its trade-mark products. 
Assuming that they were originally descriptive terms, although the 
opposite has been established here, nevertheless, they have ac- 
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quired a secondary meaning and the trade-mark will be protected 
from an infringement by the defendants. Coca-Cola Co. v. Koke 
Co. of America, supra; Le Blume Import Co., Inc. v. Coty 
(C. C. A.) 293 F. 344 [19 T.-M. Rep. 233]; Orange Crush Co. 
v. California Crushed Fruit Co., 54 App. D. C. 313, 297 F. 892 
[14 T.-M. Rep. 228]; United Drug Co. v. Parodney (D. C.) 24 
F. (2d) 577 [18 T.-M. Rep. 70]; Standard Oil Co. of Maine v. 
Standard Oil Co. of New York (C. C. A.) 45 F. (2d) 309 [21 
T.-M. Rep. 107]; Fishel § Sons, Inc. v. Distinctive Jewelry Co., 
Inc., 196 App. Div. 779, 188 N. Y. S. 633 [11 T.-M. Rep. 360]. 

The defendants claim that the plaintiff’s trade-mark “Veronal” 
has become publici juris through abandonment. They have cited 
several authorities, all of which have been examined by the court. 
That there may be an abandonment cannot be questioned. If there 
is an abandonment, of course, the plaintiff would lose its exclusive 
right to the trade-mark. I cannot find any abandonment in this 
case by any intention as expressed in the testimony produced before 
me. The efforts used and the money expended by the plaintiff in 
advertising the trade-mark negative any such intention. The court 
cannot infer abandonment by reason of the fact that several others 
continue to use the name “Veronal” on its products. That others 
may have claimed the right to it is immaterial. Some of the reliable 
houses when shown the source of title and its strength have dis- 
continued the use of the trade-mark. In adopting the methods the 
defendants have in putting out their “Barbital,” they cannot hide 
behind the forms of others who present an all too unethical part of 
our business fabric. That others have and are infringing on the 
trade-mark does not excuse the defendants in the slightest degree. 
Anheuser-Busch v. Budweiser Malt Products Corp. (D. C.) 287 
F. 243, affirmed (C. C. A.) 295 F. 306 [13 T.-M. Rep. 193]. It 
might be stated that whenever infringement has appeared the 
plaintiff has objected to such infringement. Nor can the court 
find that this objection has been weak or feeble. The objections 
have been voiced in such a strong manner that nothing is left 
except a few insignificant infringements. This applies to Merck 
& Co.’s use of the trade-mark. As to the other three users, Hance 
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Bros. & White, the American Pharmaceutical Company, and J. T. 
Baker Chemical Company, the failure to proceed against them 
cannot be deemed prejudicial to the plaintiff. Lammes v. Ward 
Bros. Co., Inc., 134 Misc. 288, 290, 235 N. Y. S. 93, affirmed 227 
App. Div. 840, 237 N. Y. S. 817 [19 T.-M. Rep. 271]. The 
methods employed by the plaintiff to discover infringement also 
destroy the existence of any intent to abandon the trade-mark. 
When an infringer was discovered, an executive officer of plaintiff 
communicated this fact to the legal department, and if, upon notice, 
the infringement was not discontinued, then the matter was sent 
to its attorneys to commence suit. 

A “trade-mark” is that which distinguishes a person’s goods 
from those of another. It is a stamp of the genuineness of the mer- 
chandise. Kipling v. G. P. Putnam’s Sons (C. C. A.) 120 F. 631, 
635, 65 L. R. A. 873; Elgin Nat. Watch Co. v. Illinois Watch-Case 
Co., 179 U. S. 665, 673, 21 S. Ct. 270, 45 L. Ed. 365. “The func- 
tion of a trade-mark is to point out the maker of the article to 
which it is attached.” Waterman v. Shipman, 130 N. Y. 301, 311, 
29 N. E. 111, 114. 

It gives the right to prohibit the use of it so as to protect the 
owner's good-will against the sale of a product as his. The cases 
cited by the defendants contain facts which show such enormous 
sales by the alleged infringing competitors and others that over a 
period of many years it had become so generally sold by others 
as to destroy the trade-mark. The leading cases cited of French 
Republic v. Saratoga Vichy Spring Co., 191 U. S. 427, 436, 24 
S. Ct. 145, 48 L. Ed. 247, and McKesson & Robbins v. Charles H. 
Phillips Chemical Co. (C. C. A.) 53 F. (2d) 342 [22 T.-M. Rep. 
1], exemplify this statement when it appears that in each of them 
the sale by others far exceeded that of the owner of the trade-mark. 
The remaining authorities are along the same line and surely do 
not fit the facts and circumstances of this case. 

It is not doubted that before the war Merck & Co. had the 
right to distribute “Veronal” as one of the products of E. Merck 
& Co. of Darmstadt, the German concern, but when the latter’s 
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property and good-will were seized by the Alien Property Cus- 
todian and sold to plaintiff’s assignor, the American concern Merck 
& Co. had no legal right to sell or distribute it any longer. It was 
this original right which has apparently confused some of the few 
reputable houses who apparently thought that this right had con- 
tinued. To their credit it may be said that as soon as the extin- 
guishing of this right in Merck & Co. was shown they discontinued 
their practice. The use of any infringements certainly decreased as 
time went on. The evidence in this case shows that today 
‘“Veronal” indicates to the public the product of the plaintiff. The 
proof before me indicates that none of the infringing concerns did 
so because they regarded it as a generic term. It cannot be ques- 
tioned that they did so because of the original rights of Merck & 
Co., which were destroyed when the Alien Property Custodian 
stepped in. These abortive attempts of others to appropriate the 
plaintiff's trade-mark, whether through ignorance or design, can- 
not deprive the plaintiff of its exclusive use. International Cheese 
Co. v. Phenia Cheese Co., 118 App. Div. 499, 501, 103 N. Y. S. 
362. 

It is urged that this trade-mark ‘“Veronal” became public prop- 
erty because the drug “Barbital’’ was manufactured under a patent 
in which “Veronal” was the generic name used. I cannot coincide 
with this defense, either upon the law or upon the facts in regard 
to this issue. In the first place, ‘““Veronal” is not the generic name 
of the patented article. Diethylbarbituric acid, which was sub- 
sequently shortened into “Barbital,’ was the generic term of the 
patented article. The patent itself shows this, for there is no 
reference to “Veronal’’ in the patent. The conduct of the plain- 
tiff in advertising its trade-mark “Veronal” during the existence of 
the patent and the labels used, showing that “Veronal’’ was its 
trade-mark, shows that the plaintiff never permitted this trade-mark 
to become a generic term. That others have infringed does not 
justify the defendants in the slightest degree or give them the 
right to infringe upon the plaintiff’s trade-mark rights. If the 
others have done wrong, that is no excuse for the defendants in 
doing likewise. Ward Baking Co. v. Potter-Wrightington, Inc. 
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(C. C. A.) 298 F. 398 [14 T.-M. Rep. 253]; Luror Cab Mfg. 
Corp. v. Leading Cab Co., Inc., 125 Misc. 764, 211 N. Y. S. 886, 
afirmed 215 App. Div. 798, 213 N. Y. S. 847; Cuervo v. Jacob 
Henkell Co. (C. C.) 50 F. 471; Actiengesellschaft Vereinigte 
Ultramarin-Fabriken v. Amberg (C. C. A.) 109 F. 151. Most of 
these infringers make no claim to the trade-mark “Veronal”’ and 
recognize it as the property of the plaintiff. I have examined 
closely into the claim of Merck & Co. to the right to use this trade- 
mark. It, too, is an infringer. It had no right to sell “Veronal”’ 
since the World War. However, its infringement from the evidence 
in this case is rather trivial, because the testimony is overwhelming 
that its use did not mislead, and the best proof of this is the dif- 
ficulty that Mr. Blackman had to purchase “Veronal” put out by 
Merck which he desired to use as evidence in this case. Tetlow v. 
Tappan (C. C.) 85 F. 774; Newman v. Alvord, 51 N. Y. 189, 10 
Am. Rep. 588. 

The authorities cited by the defendants are applicable to cases 
where the trade-mark is the generic name of the patented article. 
Even the American Merck Company designated ‘‘Veronal” as an 
arbitrary term and gave the common name as diethylbarbituric 
acid. That has always been the position taken by the plaintiff. I 
must find this as a fact from the testimony in this case. I also find 
as a fact that this patented article has been identified with the 
manufacturer, and such identification has increased rather than 
diminished until today it is practically exclusively identified with 


the plantiff, notwithstanding the several inconsequential infringe- 


ments which still persist. There is no proof from which the court 
could find that “Veronal” was the generic term of the patent. On 
the contrary, the proof appears overwhelming that it was not a 
generic term, and therefore at the expiration of this patent it did 
not pass to the public. Hughes v. Alfred H. Smith Co. (C. C. A.) 
209 F. 37; Scandinavia Belting Co. v. Asbestos & Rubber Works 
of America, Inc. (C. C. A.) 257 F. 987; Prest-O-Lite v. Davis 
(C. C. A.) 215 F. 349; Searchlight Gas Co. v. Prest-O-Lite Co. 
(C. C. A.) 215 F. 692. 
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The plaintiff has been charged with laches in bringing this 
action. I find that there is no merit to this contention. We start 
off with the fact that there was no acquiescence by the plaintiff in 
the defendants’ use of the trade-mark “Veronal.’’ The evidence 
shows that the plaintiff protested against the use of this trade- 
mark. It would appear also that the defendants promised to dis- 
continue this use, but that they broke this promise. There has 
been no prejudice to the defendants in failing instantly to bring 
this suit, and the time between this promise and the commencement 
of this action is certainly too short a period upon which to predicate 
laches. I am also of the opinion that the period of discovering the 
infringement and the bringing of the action is also too short a time 
on which laches can be claimed. Goldman & Bros., Inc. v. Gold- 
stein, 125 Misc. 737, 211 N. Y. S. 872; McLean v. Fleming, 96 
U. S. 245, 24 L. Ed. 828. 

The defendants claim through Mr. Blackman that they had 
express permission from Mr. McClintock of the plaintiff's company 
to the effect that they could use the trade-mark “Veronal.” No 
such defense is alleged in the answer. Aside from the legal 
proposition involved in the admission of this evidence, I decide the 
issue between these two men in favor of the plaintiff. No such 
permission was ever given. 

Protargol is a registered trade-mark of the plaintiff which was 
registered in the United States Patent Office on November 23, 


1897, and through successive valid assignments became the prop- 
erty of the plaintiff on March 21, 1919. A renewal of the trade- 
mark registration was granted to the plaintiff on November 1, 


1927. This trade-mark is infringed upon by the defendants when 


they put out “Silver Proteinate with the accompanying words 
“Introduced as ‘Protargol. ” 

‘“Aristol” is also a registered trade-mark of the plaintiff which 
was registered in the United States Patent Office on January 14, 
1890, and by successive assignments became the property of the 
plaintiff on March 21, 1919. A renewal of the trade-mark was 


granted on August 16, 1921. The defendants infringe upon this 
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trade-mark by selling its product “Thymol Iodide” introduced as 
“Aristol.”’ 

“Protargol” and “Aristol’ are assailed generally upon the same 
grounds as “Veronal.” What has been said about the failure of 
this attack in regard to ‘““Veronal” applies with equal force to these 
two trade-marks, although it may be stated that there was no 
expired patent involved in regard to “Aristol.” Likewise there 
has been no infringement upon the trade-mark ‘“Protargol” by 
other concerns. The decision of the court in other respects is the 
same as to these trade-marks. 

The defendants’ use of ““Theobrominal” is an infringement upon 
plaintiff's trade-mark ‘“Theominal.’’ It is conceded that they 
closely resemble each other in sound but that resemblance is minor 
when we consider the facts in the case. “Theominal’’ is not a 
descriptive term because of itself it does not describe anything. 
It is a combination of two drugs, theobromine and phenobarbital. 
The evidence is conclusive that it is an arbitrary word used by 
plaintiff and by which its product is recognized. The only matter 
before the court is whether the defendants have been guilty of an 
infringement upon the trade-mark “Theominal” by the use of 
“Theobrominal.” An attempt is made to prove that ‘“Theo- 
brominal” is descriptive of the defendants’ product. It may be 
descriptive of one of the ingredients of the drug (theobromine), 
but it is certainly not descriptive of the drug itself as that also 
contains phenobarbital. The term “Theobrominal” is just as 
arbitrary as the term “Theominal.’’ Even if the term ‘“Theo- 
brominal were descriptive of a preparation, the adoption of that 
name being so similar to “Theominal” an injunction would issue. 
N. K. Fairbank Co. v. Central Lard Co. (C. C.) 64 F. 1383; Noel 
v. Ellis (C. C.) 89 F. 978. A comparison of the two preparations 
leads to the inevitable conclusion that the defendants attempted to 
make their article so closely resemble the plaintiff’s that it could 
be easily palmed off on the public as the latter’s product. The 
names are certainly similar both in spelling, appearance, and sound. 
There is a marked similarity in the bottles and the same may be 
said of the labels. The ingredients are the same. It is plain that 
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the adoption of the word “Theobrominal’ is for the purpose of 
deception and confusion to the public and the detriment of the 
plaintiff. Wéelliam Waltke & Co. v. Geo. H. Schafer & Co., 49 
App. D. C. 254, 263 F. 650, 652; Taendsticksfabriks Aktiebolaget 
Vulcan v. Myers, 139 N. Y. 364, 34 N. E. 904; German-American 
Button Co. v. A. Heymsfeld, Inc., 170 App. Div. 416, 156 N. Y.S. 
223; Cash, Inc. v. Steinbook, 220 App. Div. 569, 222 N. Y. S. 61; 
Lambert Pharmacal Co. v. Bolton Chemical Corp. (D. C.) 219 
F. 325. 

As to the trade-mark ‘“‘Kres-lumin,” I cannot accept the view of 
the defendants that its only similarity “resides in the first three 
letters ‘K R E.’” I agree with the plaintiff’s contention that the 
adoption of the word “Kreominal” to designate its product is an 
infringement by the defendants of two trade-marks “Kres-lumin’”’ 
and “Theominal.” “Kres-lumin” is an arbitrary term and is not 
descriptive of the product. The medical profession and the drug 
trade recognize it as the plaintiff's preparation. It does not require 
any effort to see that parts of both trade-marks are incorporated in 
“Kre-o-minal.” The labels on the bottles of “Kres-lumin” and 
“Kre-o-minal” are very similar as to printed matter. The most 


serious argument made by the defendants is that “Theominal”’ is 


used for a different purpose than “Kre-o-minal,”’ but the gravamen 


of the offense of appropriating trade-marks is nevertheless present. 
The intended deception of the defendants is to sell their goods as 
those of the plaintiff. That which the defendants could not 
legally do with regard to one product applies with equal force 
when they simulate in one preparation two of the plaintiff's valid 
trade-marks. That one of these trade-marks may in part be for a 
different kind of remedy and therefore a different product presents 
no defense. Long’s Hat Stores Corp. v. Long’s Clothes, Inc., 224 
App. Div. 497, 231 N. Y. S. 107; William A. Rogers, Lim. v. 
Majestic Products Corp. (D. C.) 23 F. (2d) 219; Forsythe Co., 
Inc. v. Forsythe Shoe Corp., 234 App. Div. 355, 254 N. Y. S. 584. 

The entire picture that is presented by the record in this case 
is one which shows that the defendants are engaged in a deliberate 
campaign to gather to themselves by infringement upon the plain- 
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tiff’s legitimate trade-marks, business and trade that they are not 
entitled to. In this equity must take a stand to protect the plain- 
tiff’s business which has a good-will and real reputation which are 
the results of the efforts and expenditures of this plaintiff. 

The plaintiff is granted a permanent injunction restraining the 
defendants’ infringement and simulation of the plaintiff's trade- 
marks involved in this case, and the defendants are directed to 
account to the plaintiff for all damages sustained by it as a result 
of those infringements, together with the taxable costs of this 
action. Submit findings of fact and conclusions of law accordingly. 


Rapio Cas Corporation vy. Rapio Fireet Owners, INc., ET AL. 
New York Supreme Court, Special Term, New York County 


December 20, 1933 


Trape-Marks ann UnFrarr Competirion—“Rapio” on Taxicass— Dtrrer- 
ENTIATING FEATURES. 

Where, defendants used on their taxicabs the word “Radio,” which 

word had also been used by plaintiff, held that, inasmuch as the latter 

had not monopolized the term and there were differences between the 


respective cabs in color and other features, there was no unfair com- 
petition. 


In equity. Action for alleged unfair competition. Injunction 


denied. 


Woodruff & Grill, of New York City, for Radio Fleet Owners 
and Mural Transp. Corporation. 

Arthur J. W. Hilly, Corp. Counsel, of New York City, for 
Police Department of City of New York. 

Henry M. Hogan, of New York City, for General Motors 
Truck Co. 

John Thomas Smith, of New York City, for General Motors 
Corporation and General Motors Fleet Sales Corporation. 


Cox.uins, J.: Motion for injunction pendente lite denied. The 
papers do not satisfy me that the defendants are attempting to 
palm off their cabs for those of the plaintiff, or that the defendants 
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are garnering the avails of plaintiff's reputation or good-will. Nor 
am I persuaded that the public is calculated to be deceived or con- 
fused by the common employment of the term “Radio.” Eastern 
Construction Co. v. Eastern Engineering Corporation, 246 N. Y. 
459, 159 N. E. 397. Indeed, the proofs indicate that, prior to the 
established adoption of that term by the plaintiff and its affiliates, 
the defendants gave currency to the designation. The cabs of the 
plaintiff and its affiliates bore the legend “General,” and those 
cabs were not equipped with radios. 

Certainly the plaintiff had not so popularized the appellation 
“Radio” as to amount to an appropriation of that name in connec- 
tion with its cabs. It is not established that plaintiff’s cabs were 
identified in the public mind in association with “Radio.” 

More, the respective color schemes are dissimilar. “The con- 
trolling question in all cases where the equitable power of the 
courts is invoked is, whether the acts complained of are fair or 
unfair.” Fisher v. Star Co., 231 N. Y. 414, 427, 132 N. E. 133, 
137,19 A. L. R. 937 [11 T.-M. Rep. 333]; Hygeia Water Ice Co. 
v. New York Hygeia Ice Co., 140 N. Y. 94, 35 N. E. 417. 


The law of unfair competition is of comparatively recent origin. It 
is the necessary creation of intensive business rivalry which often incites 
unfair methods. Whilst the books contain a multitude of cases bearing 
on this branch of equity, the principles governing them are simple, as, 
indeed, are the fundamental rules of honesty and fair dealing. The essence 
of these principles is that competition between business rivals must be 
fairly and honestly conducted. “The survival of the fittest” in trade and 
commerce must result from contests legitimately launched and ethically 
directed. American Chain Co., Inc. v. Carr Chain Works, Inc., 141 Misc. 
303, 306, 307, 252 N. Y. S. 860, 865 [22 T.-M. Rep. 147]. 


Here there is no simulation; no illegitimate competition. Com- 
petition, perhaps; but not such competition as constitutes fraud or 
deception or unfairness. 


Viewing the motion in its entirety, the equities are not suf- 
ficiently compelling to warrant the invocation of the extraordinary 
remedy of preliminary injunction. 
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Friowers v. Watu’s Oporiess CLEANERS, INc. 
(172 S. E. 561) 


Supreme Court of Georgia 
January 11, 1934 


Trape-Marks—Unratr Competition 1N Use or Trape-Name—‘Pay anp 
Take” on Dry CLEANING EsTABLISHMENT. 

Where, in an action to enjoin deferidant from the use of the words 
“Pay and Take” in his dry cleaning business on the ground of the 
plaintiff's prior use of same, held that under the pleadings and the 
evidence, the judge did not abuse his discretion in granting an inter- 
locutory injunction until the case can be finally heard on its merits. 

Unrarr Competition—Svuits—P tea 1N ABATEMENT—FaILure oF Court TO 
Pass Upon. 

Where, on the hearing of an application for injunction, the court 
fails to pass upon a special plea in abatement, but defers that question 
until the final hearing, this court will not rule on an assignment of 
error based upon the failure to render such a judgment. The question 
will be left open, without prejudice until further order thereon in the 


trial court. 

In equity. Action for unfair competition. To review a judg- 
ment granting an interlocutory injunction. Defendant brings 
error. Affirmed. 


Thos. J. Lewis and W. O. Slate, both of Atlanta, Ga., for plain- 
tiff in error. 


Hendrix & Buchanan and Clifford Hendriz, all of Atlanta, Ga., 


for defendant in error. 


Error from Superior Court, Fulton County; Jonn D. Hum- 
PHRIES, Judge. 


Wall’s Odorless Cleaners, Incorporated, brought a petition for injunc- 
tion against J. J. Flowers, Jr., to restrain and enjoin the use by the 
defendant of its trade-name of “Pay and Take,” which the plaintiff alleged 
it had used since it began to operate a dry-cleaning business in 1929, and 
which it had registered with the Secretary of State in 1930. It alleged that 
the defendant began to use the same trade-name after the plaintiff adopted 
it, and was continuing this use to the hurt and damage of the plaintiff. 
The answer of the defendant denied the material allegations of the peti- 
tion, averring that the words “pay and take” do not constitute either a 
trade-name or trade-mark, and that the plaintiff has not acquired and 
cannot acquire the sole use of such words to the exclusion of defendant 
and the general public, in that such words are not susceptible of exclusive 
appropriation. The defendant filed also a plea in abatement, in which it 
is alleged that this suit should be dismissed because of the pendency of a 
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former suit between the same parties in the same court wherein the same 
subject-matter is involved; that the former suit has not been dismissed, 
and the court costs therein have not been paid; that the suit was instituted 
by the present plaintiff against the defendant, to which suit an answer 
was filed. It appears from recitals in the bill of exceptions that this 
former suit was an action by the plaintiff for damages against the defend- 
ant; that the docket did not show any final disposition of the case, although 
there was an entry on the original papers showing that the case had been 
dismissed for want of prosecution prior to the filing of the present peti- 
tion for injunction, and that at the time of the filing of the present suit 
the court costs had not been paid, although they were subsequently paid. 
The judge failed to make any ruling on the plea in abatement, and this is 
assigned as error. At the interlocutory hearing the judge granted an 
injunction until further order of the court, and the defendant excepted. 

Affidavits were introduced, in which the defendant stated that he was 
the first to begin the use of the trade-name of “pay and take,” and that, 
if perchance said words were adopted by any other party prior to his 
adoption of the same, he was unaware of the fact; that he has not adopted 
this trade-name or slogan for the purpose of injuring the plaintiff; that 
the words are not susceptible of being registered as a trade-mark or 
trade-name; and that he has not registered the words, having been advised 
and believing that the words are not capable of being registered as such, 
etc. The plaintiff introduced affidavits tending to show that customers 
had been deceived, by the use by the defendant of the trade-name, into 
thinking that they were trading with the plaintiff; that it was the first to 
adopt the use of the name; that it had registered the name with the 
Secretary of State; and that the use of the words by the defendant has 
damaged the business of the plaintiff. 


Per Curtam.: 1. Under the pleadings and the evidence, the 
judge did not abuse his discretion in granting an interlocutory in- 


junction until the case can be finally heard on its merits. Whitley 
Grocery Co. v. McCaw Mfg. Co., 105 Ga. 839, 32 S. E. 113. 


2. Where, on the hearing of an application for injunction, the 
court fails “to pass upon” a special plea in abatement, but defers 
that question until the final hearing, this court will not rule on an 
assignment of error based upon the failure to render such a judg- 
ment. The question will be left open, without prejudice, until 
further order thereon in the trial court. 

Judgment affirmed. 


All the Justices concur, except Hitt, J., absent on account of 
illness. 
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GitmoreE O11 Company, Ltp. v. WoLveRINE-EmpirE REFINING Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 11,685 
March 19, 1934 


Trape-Marxs—OpposiTioN—Watver OF RiGHT TO FILE ANSWER. 

In an opposition proceeding where appellant waived its right to 
file an answer, the material allegations contained in the notice were 
deemed established. 

Trape-Marks—Opposition—‘“Wotr’s Heap” anp “Lion’s Heap”—Conr.ict- 
inc Marks. 

A mark consisting of a pictorial representation of a lion’s head 
with wide open mouth, and the words “Lion Head,” held to be con- 
fusingly similar to a mark consisting of the picture of a wolf with 
wide open mouth, and the words “Wolf’s Head,” both marks being used 
on illuminating oils. 

Appeal from a decision of the Commissioner of Patents, revers- 
ing a decision of the Examiner of Interferences dismissing the 
opposition. Affirmed. For the Commissioner’s decision, see 22 


T.-M. Rep. 314. 


Charles R. Allen, of Washington, D. C., and James M. Naylor, 
of San Francisco, Calif., for appellant. 

Emery, Booth, Varney § Whittemore, of Washington, D. C., 
for appellee. 


Hatrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents 
reversing the decision of the Examiner of Interference dismissing 
the notice of opposition of appellee and holding that appellant was 
not entitled to the registration of a composite trade-mark, for use 
on lubricating motor oils, comprising a pictorial representation in 
full face of the head of a lion with wide open mouth, together with 
the words “Lion Head’ which appear to the immediate right of 
the picture. 

In its application, appellant stated that it was the owner of 
the following registrations: No. 164,372, registered February 20, 
1923, on an application filed July 10, 1922, of a composite trade- 


mark, for use on gasoline and lubricating oils, comprising a pic- 
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torial representation in full face of the head of a lion with wide 
open mouth, together with the word “Gilmore” appearing im- 
mediately above, and the words “Monarch of All” below, the pic- 
ture; No. 168,453, registered May 22, 1923, on an application 
filed December 21, 1922, of a composite trade-mark, for use on 
lubricating oils, consisting of a pictorial representation in full face 
of the head of a lion with wide open mouth, together with the 
word “Eastoil” appearing immediately above the picture; No. 
168,767, registered May 29, 1923, on an application filed Decem- 
ber 23, 1922, of a composite trade-mark, for use on lubricating 
oils, comprising a similar representation of a lion’s head, together 
with the word “Westoil” appearing immediately above the picture; 
No. 168,768, registered May 29, 19238, on an application filed 
December 23, 1922, of a composite trade-mark, for use on lubricat- 
ing oils, comprising a similar representation of the head of a lion 
with the word “Gilco” appearing immediately above the picture; 
No. 209,057, registered February 16, 1926, on an application filed 
December 31, 1924, of a composite trade-mark, for use on kerosene, 
distillate, fuel oils, road oils, gasoline, greases for lubricating pur- 
poses, and lubricating oil, comprising a somewhat similar represen- 
tation of a lion’s head, together with the word “Gilmore” appear- 
ing above, and the words “Monarch of All” appearing beneath, the 
picture. 

In its notice of opposition, appellee alleged ownership and regis- 
tration of a composite trade-mark, for use on lubricating motor 
oils, comprising a pictorial representation in profile of the head of 
a wolf with wide open mouth, together with the words ‘‘Wolf’s 
Head,” the word “Wolf's” being to the left, and the word “Head” 
to the right, of the picture; that its trade-mark was registered in 
the United States Patent Office on August 15, 1911, on an applica- 
tion filed April 20, 1911, registration No. 83,117; that it and its 
predecessors have used said mark continuously since 1911 on its 
products; that it has been selling its products under its trade-mark 
throughout the United States; that, by reason of long and con- 
tinuous use, its trade-mark has “come to be the designating mark 
for’ its products; that the goods of the respective parties possessed 
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the same descriptive properties; and that the mark sought to be 
registered by appellant so closely resembled the trade-mark of the 
opposer, appellee, as to be likely to cause confusion or mistake in 
the mind of the public and to deceive purchasers. 

Appellant moved to dismiss the notice of opposition, alleging 
that the involved trade-marks did not sufficiently resemble one 
another as to be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers; that the marks were, in 
fact, “entirely dissimilar’; that opposer, appellee, was not en- 
titled to the exclusive appropriation of the representation of the 
“heads of any and all animals” for use on lubricating motor oils; 
and that the notice of opposition did not state facts, which, if 
established, would constitute grounds for refusing the registration 
of appellant’s trade-mark. 

Thereafter, applicant, appellant, filed a formal waiver of its 
right to file an answer to the notice of opposition. 

In his decision, the Examiner of Interferences held that, as 
appellant waived its right to file an answer, the material allega- 
tions contained in the notice of opposition would be deemed estab- 
lished, but that mere expressions of opinion or conclusions of fact 
or law, contained therein, would not be regarded as conclusive 
against appellant. The Examiner further held that, with the ex- 
ception of the word “head,” which appeared in both, the marks 
did not look alike, sound alike, nor possess the same meaning or 
significance ; that the marks were not confusingly similar; and that, 
therefore, appellant was entitled to the registration of its composite 
trade-mark. 


The Commissioner of Patents was of the opinion that the in- 


volved marks were confusingly similar; that the notice of opposi- 
tion should be sustained; and that appellant was not entitled to 
register its mark. In his decision, reversing the decision of the 
Examiner, the Commissioner, among other things, said: 


It is not disputed that the facts well pleaded in the notice of opposi- 
tion must be considered true for the purposes of determining the issue 
here presented. The opposer therefore will be deemed to have widely used 
its mark throughout the United States upon its goods for more than 
twenty years and is presumably in possession of a valuable good-will. 
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Under these conditions if there is reasonable doubt it should be, following 
the usual practice, resolved against the newcomer. 

The goods, motor lubricating oil, upon which the respective marks are 
used is identical in character. Both marks include the combination of the 
representation of the head of a wild animal with its mouth open, together 
with the name of the animal. There is considerable in common between 
the marks when viewed in their entirety. There are differences, it is 
true, but it is believed the similarity is such as to render confusion proba- 
ble. There seems to have been no good reason why the applicant so long 
after the opposer had adopted and widely used its mark should have 
selected a mark possessing so many features similar to those of the 
opposer’s mark. It is thought the findings in the Celotex Company cases: 
Celotexr Co. v. Millington, Celotex Co. v. Bronston Bros. & Co., Celotex 
Co. vy. Chicago Panelstone Company, 413 O. G. 279, 280, 284, 18 C. C. 
P. A. (Patents) 1484, 1490, 1504, as well as in Northam Warren Corpora- 
tion v. Universial Cosmetic Co., 18 F. (2d) 774, C. C. A. 7th Cir., are 
persuasive that the applicant should be denied registration. 


It is contended by counsel for appellant that the involved marks 
are wholly dissimilar; that, although the question of confusing 


similarity of trade-marks “is largely, if not wholly, a matter of the 
opinion of the tribunal before whom the question is pending,” never- 


theless, such tribunal should not ignore prior adjudications perti- 
nent to the issues involved; that the Commissioner of Patents has 
ignored such adjudications in the case at bar; that the adoption 


of appellant’s trade-mark “was the result of a natural consequence, 


that is, to use words, namely “Lion Head,’ to graphically describe 
the long used design mark, namely the representation of a lion’s 
head.” Counsel for appellant further stated in their brief that— 


Certainly there was no attempt in the recent adoption of this new 
mark, “Lion Head,” in association with a lion’s head to describe the 
opposer’s word mark or symbol of a wolf or wolf’s head. Moreover, before 
even attempting to use the words “Lion Head” as a word mark descrip- 
tive of the applicant’s long used mark, a search was made of the records 
in the Patent Office, with the result that no anticipating reference was 


found. 

and contend that the cases cited and relied upon by the Commis- 
sioner of Patents have no application to the involved issues; that 
the Commissioner ignored appellant’s prior registrations, herein- 
before set forth, the dominant feature in each of which is the 
representation of a lion’s head with wide open mouth; that, due to 
the fact that its involved trade-mark is but a modification of its 


registered trade-marks, each of which it has used on its products, 
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appellant is not a newcomer in the field, and, therefore, has the 
legal right to adopt, use, and register the mark here in question; 
that the lion is a member of the cat family, whereas, the wolf is 
“of the wild dog or dog-like species of mammal”; that a child can 
readily distinguish between the two animal heads; and that, there- 
fore, there is no reasonable likelihood of confusion by the concur- 
rent use of the involved marks. 

Counsel for appellant have cited several cases, which, it is 
claimed, support their contentions. 

In view of the fact that appellant filed no answer to the notice 
of opposition, but was content to rest its case upon its applica- 
tion, the statements of fact contained in the notice of opposition, 
and its motion to dismiss the opposition, the statements contained in 
the brief of counsel for appellant, that a search was made of the 
records in the Patent Office in order to ascertain whether there 
were any anticipating references, and that none were found, are 
not supported by anything appearing of record. 

It will be observed that appellee not only adopted and regis- 
tered its trade-mark, but continuously and widely used it for ap- 
proximately ten years before the adoption by appellant of its 
registered trade-marks, and that appellant used its registered trade- 
marks for approximately eight years prior to the adoption, October 
22, 1930, of its involved trade-mark. Each of appellant’s regis- 
tered marks include, in addition to a representation of a lion’s 
head, the following: In registration No. 164,372, the words ‘‘Gil- 
more” and “Monarch of All,” in registration No. 168,453, the word 
“Eastoil,” in registration No. 168,767, the word “Westoil,” in 
registration No. 168,768, the word “Gilco,” and in registration 
No. 209,057, the words “Gilmore” and “‘Monarch of All.’ None 
of them contained the words “Lion Head.” 

In view of those facts, and in the absence of other evidence 
on the subject, we are unable to hold that the representation of a 
lion’s head was the dominant feature of any of appellant’s regis- 
tered marks, or that appellant’s products were known by the term 
“Lion Head.” It is evident, we think, that they were not so known. 
Accordingly, we are of opinion that it was the purpose of appellant, 
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by the adoption and use of its involved trade-mark, to market its 
products for the first time under the name “Lion Head,” and that 
the statement contained in the brief of appellant, that the adoption 
and use of its involved trade-mark was the “result of a natural con- 
sequence, that is, to use words, namely ‘Lion Head,’ to graphically 
describe the long used design mark, namely the representation of a 
lion’s head,” is neither supported by, nor consistent with, the facts 
appearing of record. (Italics ours.) 

It appears from the record that, due to the long and continued 
use of its trade-mark, appellee’s oil is known and sold throughout 
the United States as “Wolf's Head Oil.” That its trade-mark is a 
valuable one is not questioned. The words ‘Wolf's Head,” are, 
in a sense, merely descriptive of the representation of a wolf's 
head; nevertheless, appellee’s mark is purely arbitrary and fanciful 
as applied to its products. Moreover, there is nothing of record 
to indicate that appellee is not the originator of its wolf’s-head 
trade-mark for use on lubricating motor oils, nor that it is not the 
first to use an animal’s head and words descriptive thereof as a 
purely arbitrary and fanciful trade-mark for use on such products. 

It is true, of course, as argued by counsel for appellant, that 
the distinction between a lion’s head and a wolf’s head, when 
examined for the purpose of comparison, may readily be noted. 
This, however, is not the test to be applied in cases of this charac- 
ter. Purchasers of lubricating motor oils would not, as a rule, have 
the opportunity for “side-by-side comparison” of trade-marks, nor 
should they be required to make such comparison, in order to avoid 
confusion. Celanese Corporation of Amercia v. Vanity Fair Silk 
Mills, 18 C. C. P. A. (Patents) 958, 47 F. (2d) 373, and cases 
cited [21 T.-M. Rep. 151]; The Celoter Co. v. Arthur Edward 
Millington, etc., 18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 
[21 T.-M. Rep. 402]. 

We have repeatedly held that the general purpose of the law 
of trade-marks is to prevent one person from trading on the good- 
will of another, and to prevent confusion, mistake, and deceit. 

The fundamental idea, we think, in the adoption and use by 


appellee of its mark was to convey to the purchasing public that 
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its oil could, and should, be identified by the head of an animal. 
It chose as its symbol the head of a wolf, and, in connection there- 
with, used the words “Wolf’s Head.” Substantially the same motive 
actuated appellant in the adoption of its involved trade-mark, 
although, so far as this record is concerned, it knew that appellee 
was a pioneer in that field. It chose the representation of the head 
of a lion and the words “‘Lion Head,” in order that its oil might be 
sold, and become known, as “Lion Head Oil.’”’ Some purchasers 
desiring appellee’s oil would, of course, remember the precise name 
““Wolf’s Head.” Many, however, due to the arbitrary and peculiarly 
fanciful character of the mark, would likely have in mind only 
that the oil they desired was known as an animal’s head motor oil. 
Under such circumstances, the involved marks, although somewhat 
different in appearance and sound, would have the same meaning. 
If this is so, and we think it is, the registration and use by appel- 
lant of its mark would be likely to lead to confusion, and would 
cause many purchasers of lubricating motor oil to purchase the oil 
of appellant, when, as a matter of fact, they desired to purchase 
the goods of appellee. The converse of this is also true. The net 
result, therefore, of the registration and use by appellant of its 
mark would be to confuse the purchasing public, the very thing 
the statute was intended to avoid. In addition, we think it appro- 
priate to say that “There was not the slightest occasion, in making 
a selection of a trade-mark,” for appellant “entering into the field 
of one whose business’ ws ‘well known and established.” The 
American Products Co. v. Henry F. Braithwaite, 19 C. C. P. A. 
(Patents) 736, 53 F. (2d) 532 [21 T.-M. Rep. 626]. 

We have examined the cases cited by counsel for appellant, and 
many others, but, in view of the fact that in this case, as in all 
cases of this character, the issues must be determined in accordance 
with the peculiar facts and circumstances of record, those decisions 
are not determinative of the issues here. 

Considering the involved marks as a whole and other facts and 
circumstances of record, we are of opinion that the use by appellant 
of its trade-mark on its products concurrently with the use by 
appellee of its trade-mark on its products, would be likely to cause 
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confusion in the mind of the public, and would result in appellant 
trading on the good-will of appellee to the damage of both the 
public and appellee. 

We conclude, therefore, that the Commissioner of Patents 
reached the right conclusion. The decision is affirmed. 


Garrett, J., dissents. 


In THE MATTER OF THE APPLICATION OF INTERNATIONAL 


ResisTANCE COMPANY 
Serial No. 261,195 
United States Court of Customs and Patent Appeals 
April 2, 1934 


TrapE-MarKks—REGIsTrRATION—OWNERSHIP ReEQUIRED—MISDESCRIPTIVE TERM 
NoT SuBJECT TO OWNERSHIP. 
Ownership of a mark is prerequisite of registration. No one, under 
the rule announced in Worden v. California Fig Syrup Co. 137 U. S. 
516, can acquire ownership of a misdescriptive term. 
Trape-M arks—REGISsTRATION—“ METALLIZED” ON Rapio Resistors—MIspDeE- 
SCRIPTIVE TERM. 
The word “Metallized” as a trade-mark for radio resistors, held un- 
registrable, as being misdescriptive of the goods, in which there is no 
metallization of any kind. 


On appeal from a decision of the Examiner of Trade-Marks 
refusing registration. Affirmed. For the Commissioner’s decision, 
see 22 T.-M. Rep. 224. 


Paul A. Blair, of Washington, D. C., for applicant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner. 


Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Marks refusing registration of the word “Metallized” as a 
trade-mark for use on radio resistors. 

The primary ground upon which the decision appealed from 
rests is that the word is either descriptive or misdescriptive. 
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The following are definitions of “Metallized”: 

a. To make metallic; to coat with metal; to impregnate with a metal 
or metallic compound. (Webster.) 

1. To turn into metal; infuse mineral or metallic particles into, as the 
pores of wood. (Funk & Wagnalls.) 

For appellant it is not only conceded but contended that the 
word, as appellant applies it, is misdescriptive since there is no 
metallization of any character in its resistors, but it is insisted that 
the statute does not prohibit the registration of misdescriptive 
words. Rather, it is argued that the trade-mark registration act 
mandatorially requires the registration of all marks not falling 
within the exceptions therein specifically named, and that mis- 
descriptive marks are not so named. 

The question of the right to register a misdescriptive trade- 
mark came, for the first time, before this court in the case of In 
re Bonide Chemical Co., Inc., decided February 3, 1931, 18 C. C. 
P. A. (Patents) 909, 46 F. (2d) 703 [21 T.-M. Rep. 122]. 

We there pointed out that little direct authority had been found 
upon the “purely registration” feature of such marks and said: 


.... This is probably due to the fact that there have been few instances 
where attempts have been made to register marks upon their face(s) 
descriptive, but avowed in the application not to be, for the reason that 
it was intended to use them upon products that would not conform to the 
implication or meaning of the marks. 

Such authorities as we found that seemed pertinent were cited, 
the principal one being Worden v. California Fig Syrup Co., 187 
U. S. 516, wherein it was said that: 


. . Where any symbol or label claimed as a trade-mark is so constructed 
or worded as to make or contain a distinct assertion which is false, no 
property can be claimed on it, or, in other words, the right to the exclu- 
sive use of it cannot be maintained. (Italics ours.) 

Ownership is a prerequisite of registration and, it is our view, 
under the rule announced by the Supreme Court in California Fig 
Syrup Co. case, supra, that one cannot acquire exclusive use, and 
therefore ownership, of a misdescriptive term. 

Other citations bearing upon the question will be found in the 


opinion in the Bonide Chemical Co. case, supra. 
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In the case of In re Brunswick-Balke-Collender Co., 19 C. C. 
P. A. (Patents) 1055, 56 F. (2d) 890 [22 T.-M. Rep. 215], we 
held the mark, registration of which was there sought, to be either 
descriptive or misdescriptive, and in either event non-registrable. 

We find nothing in the case at bar which distinguishes it in 
principle from the cases cited, supra. 

The brief for appellant is an elaborate one, citing many 
authorities upon different points raised, but there are no citations 
and no arguments advanced which convince us that we were in 
error in the rule laid down relative to the registrability of mis- 
descriptive marks, and we adhere thereto. 

The primary ground upon which the Commissioner’s decision 
rests is in entire accord with that rule and, since this is decisive 


of the case, the other grounds require no review by us. 


The decision of the Commissioner of Patents that appellant is 


not entitled to the registration sought is affirmed. 


HatriEtp, J., did not participate. 


In THE MATTER OF THE APPLICATION OF WINCHESTER REPEATING 
Arms Co. 


Serial No. 323,798 
United States Court of Customs and Patent Appeals 
April 2, 1934 


Trape-MarKs—REGIstRATION—Go.tp-CoLoreD Suirr Butron on Gun— 
Urmirar1AN Feature. 

A trade-mark consisting of a gold-colored shift button in the trigger 
of a_gun, held unregistrable, inasmuch as it enables the user to locate 
the position of the button and is therefore, a utilitarian function. 

On appeal from a decision of the Examiner of Trade-Marks 
denying registration. Affirmed. For the Commissioner's decision, 


see 23 T.-M. Rep. 42. 


Clarence M. Fisher, of Washington, D. C., and Arba B. 
Marvin, of New York City, for applicant. 
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T. A. Hostetler, of Washington, D. C., for the Commissioner. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of 
Trade-Marks, denying registration of the mark applied for by 
appellant. 

Appellant’s application states that “The trade-mark consists of 
a gold-colored shift button in the trigger of a gun.” 

Appellant manufactures a type of shotgun which is described in 
its brief as follows: 

.... It is a double barrel shot-gun with but a single trigger which is 
used to fire both barrels. The trigger is provided with a small button 
which extends transversely therethrough and which may be shifted to 


either the right or the left. The position of the shift button determines 
whether the trigger, when pulled, will operate the firing pin for the right 


or left barrel. 

It is appellant’s contention that, in order readily to distinguish 
this gun from guns having a different origin, it gold plates the end 
of this shift button and, to quote from its brief, 


. It is this gold-colored shift button which makes a gold-colored 


circular area in the trigger of the gun upon which appellant is seeking 
registration. 


The Commissioner in his decision stated that: 


. . +. The gold color applied to the shift button has a utilitarian func- 
tion in that it enables the user to more quickly locate and distinguish the 
position of the button. It is thought the view of the Examiner that the 
color of the button does not function as a trade-mark is sound. It is 
believed the applicant should not be granted an exclusive right, to the 
extent the registration of a trade-mark constitutes an exclusive right, to 
the use of a shift button of this particular color. 

Appellant’s counsel do not deny that, if the color applied by 
appellant to the shift button has a utilitarian function, registra- 
tion was properly denied; but they contend that it has no such 
function. They state that in shooting at moving objects the posi- 
tion of the shift pin is determined by the sense of touch and not by 
the sense of sight. While this is true after the gun is put to the 
shoulder, it is also true that it is very desirable for the gunner to 
know in advance for which barrel the trigger is set, and the gold 


color upon the shift button, as used by appellant, enables the gunner 
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readily to determine this by visual inspection of said button. When 
set for one barrel, the button projects from one side of the trigger; 
when set for the other barrel, it projects from the other side 
thereof. The color is therefore an important element in determin- 
ing for which barrel the trigger is set. 

As we are clear that the mark as applied for by appellant has 
a utilitarian function, it is not registrable as a trade-mark. Good- 
year Tire & Rubber Co. v. Robertson, 25 F. (2d) 833 [18 T.-M. 
Rep. 270]; In re Walker-Gordon Laboratory Co., 19 C. C. P. A. 
(Patents) 749, 53 F. (2d) 548 [22 T.-M. Rep. 66]. 


The decision of the Commissioner of Patents is affirmed. 


HatFiEp, J., did not participate. 


DEcIsiONs OF THE COMMISSIONER OF PaTENTS 
Conflicting Marks 
Spencer, F. A. C.: Held that a applicant is not entitled to regis- 


ter the term “Addressellott’”’ as a trade-mark for addressing 


machines, etc., in view of the prior adoption and use by opposer of 


the term ““Addressograph” as a trade-mark for similar goods. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confus- 
ingly similar. 


In his decision, with reference to applicant’s argument that 
opposers’ mark through usage had become generic and publici 
juris, the First Assistant Commissioner said: 


In the instant case the applicant’s contention is relevant to this 
extent: If opposers’ mark is generic and publici juris, the latter may 
have no standing to object to the registration of a mark such as the 
applicant’s which is, to a certain extent, at least, different from that of 
the opposers. Thus, if the term “Addressograph” has lost its trade-mark 
significance, no longer signifies origin, and has become an ordinary, descrip- 
tive, every-day word, indicating any addressing machine, the opposers’ 
use of such a term would certainly give them less standing than if such 
use had been exclusive in a trade-mark sense. 


He then said: 


Obviously, the opposers have succeeded in making the mark familiar 
to, and easily recognized by, the public; but, as long as the opposers are 
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the only ones making and selling products under this cognomen, the excel- 
lence of their mark from the standpoint of familiarity in the minds of 
the purchasing public will not defeat its validity. Many persons may be 
led to believe that any addressing machine is the opposers’ addressing 
machine, but this is not because the mark is a bad one but because it is 
a good one. 


With reference to the marks themselves, the First Assistant 
Commissioner discussed a number of cases relating to the question 
of confusing similarity and pointed out that the Court of Customs 
and Patent Appeals, in the case of Apex Electrical Mfg. Co. v. 
Landers, Frary & Clark, 398 O. G. 708; 41 F. (2d) 99; 18 C. C. 
P. A. 555 [20 T.-M. Rep. 321], had condemned the practice of 
dissecting marks. He then said: 

In the instant case both words contain thirteen letters of which the 
first seven are identical. The goods upon which the marks are used are 
highly competitive, it appearing from the record that the applicant and 
the opposers are the only ones engaged in the manufacture of addressing 
machines. The portion common to both marks constitutes the predominat- 
ing and distinctive part of each. Under the circumstances, it is concluded 
that the mark of the applicant approaches too closely that of the opposers 


and that the simultaneous use of both marks would cause confusion in the 
minds of the purchasing public. 


With reference to applicant’s contention that its mark was 
adopted for the purpose of avoiding confusion and its allegation 


that it “adopted a mark that in telephone books and other direc- 
tories would appear side by side with opposers’ mark and thereby 
inform the public that there are two companies, and not one, in 
this business,” he said: 


This argument would have more weight if the marks always appeared 
side by side. However, on machines, in show windows, in advertisements, 
on radio programs, and in innumerable other locations and situations the 
marks appear alone, separately, and the purchaser is given no opportunity 
for comparison. Furthermore, placing the marks side by side avoids con- 
fusion only if the purchaser can remember which is which. If he has a 
vague recollection of a mark and sees two similar ones where he expected 
to see only one, confusion is bound to result. The possibility of such con- 
fusion must be avoided by requiring the newcomer to select a mark 
sufficiently different from the prior user’s that an ordinary purchaser will 


not be confused between the two but will select the one he intended to 
select.* 


* Addressograph-Multigraph Corporation and Addressograph Co. v. 
Elliott Addressing Machine Co., Opp. No. 12,207, 159 M. D. 180, February 
8, 1934. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel, 

We list and index trade-marks of members advising them cf 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 


